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REMARKS 

Claims 2-11 and 13-38 are pending. Claims 9, 10, 15, 19, and 20 {all of the 
independent claims), have been amended to specify that the network device is a 
physical layer network device. Other parts of claims 15, 19, and 20 have been 
amended for clarification, without Intended change in scope. As noted above, these 
amendments were previously submitted in the Reply filed on November 30, 2004, and 
should have been entered at that time. 

Interview Summary 

In a telephone conversation between the Examiner and the undersigned on 
February 28, 2005, the Examiner indicated that he had not considered the issue of the 
premature finality of the rejection, but would do so upon ne-submittal of a Reply. The 
undersigned, while under the belief that the issue of premature finality should have been 
addressed when it was raised in the prior Reply, agreed to re-submit the Reply with an 
expansion of the argument on premature finality. 

Premature Finality 

In a previously-filed Reply (filed June 18, 2004), the claims were amended 
without change in scope, to render moot objections, and to put into allowable form the 
subject matter indicated by the Examiner as allowable. Specifically, claims 9, 10, 15, 
19, and 20, which were indicated as allowable subject matter in the Paragraph 4 of the 
Action mailed on April 7, 2004, were re-written in independent form, without change in 
scope and to render moot objections, thereby putting them in allowable form. As such, 
the new grounds of rejection in the present Action (based on newly-cited art) were not 
necessitated by the amendments. MPEP 706.07(a) makes clear that an action should 
not be final in such a circumstance: "second or any subsequent actions on the merits 
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shall be final, except where the examiner introduces a new ground of rejection that is 
neither necessitated by applicant's amendment of the claims nor based on information 
submitted In an information disclosure statement/ The new ground of rejection was not 
necessitated by the amendments, which were made merely to put claims indicated as 
allowable subject matter, into condition for allowance. Therefore the indicated finality of 
the Action is premature, and should be withdrawn. Since the Action should not have 
been a final Action, the amendments to the claims should be entered, and the 
arguments below should be considered. 

Prior Art Rejections 

Claims 2-1 1 and 13^8 stand rejected under 35 USC 103(a) as obvious over 
Sambamurthy et aL, U.S. Patent No. 6,108,713 f Sambamurthy"), in view of Bray, U.S. 
Patent No, 6,529,961 ("Bray"). Withdrawal of the rejections is respectfully requested for 
at least the following reasons. 

Sambamurthy discloses a media access controller (MAC) 1 50 that interfaces wrth 
a network data system bus 101 from which both data and control information are both 
simuitaneously passed. Col. 7, line 53 - col. 8, line 6; Fig. 2. As noted in the Action. 
Samaburthy does not disclose sending information by at least four pins of a data bus. 
In addition, Samabamurthy does not disclose communication with a physical layer 
device (PHY) via a data bus. 

Bray discloses a PHY transceiver 16 that has a four-pin TXD and a four-pin RXD 
for 4-bit transmitting and receiving of data. Col. 3, lines 42-50. Bray does not disclose 
using the four-pin TXD and the four-pin RXD for conveying control information as part of 
a testing operation. 

Claim 9 as amended recites a method of testing a physical layer network device, 
wherein the method includes, inter alia, sending control information via an Mil at a data 
rate greater than 2.5 Mb/sec, wherein the control information is sent via at least four 
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pins of a data bus. Neither Sambamurthy nor Bray teach or suggest the recited method 
at least because neither reference teaches or suggests sending control information to a 
physical layer device (PHY) via a data bus, Sambamurthy does disclose sending 
simultaneous data and control information to a MAC from a higher-level network device. 
However. Sambamurthy draws a clear distinction between MAC devices and PHY 
devices. Col, 1, line 59 - col. 2, line 22; Fig. 1A. Sambamurthys MAC is not a PHY, 
and nothing about Sambamurthy's device suggests sending control information to a 
PHY via a data bus to improve speed of testing. Rather Sambaburth/s main purpose 
for sending data and control information simultaneously appears to be provide the ability 
to change processing parameters within a MAC even while a packet rs being processed. 
Col, 8, lines 3-6. 

While Bray does disclose the standard four-pin data bus of a PHY, Bray does not 
discuss testing or provide even the slightest suggestion of sending control Infbnnatlon 
across the four-pin transmrt and receive buses. Thus nothing in Sambamurthy or Bray 
teaches or suggests sending control information across a data bus of a physical layer 
(PHY) device. Moreover, nothing in Sambamurthy or Bray suggests that the asserted 
advantage of Sambamurthy's simultaneous sending of data and control information 
(ability to change processing parameters while a packet is being processed) would be 
applicable to PHY devices in general or to Bray's PHY device in particular. Since 
Sarhbamurthy and Bray do not teach or suggest all of the features of claim 9 as 
amended, claims 2-9 and 1 1 are patentable over Sambamurthy and Bray. 

Claim 10 as amended recites a method of testing a physical layer network 
device, wherein the method Includes, inter alia, sending control information via an Mil at 
a data rate greater than 2.5 Mb/sec. wherein the sending the control information 
includes sending the information in nibbles of at least four bits. As discussed above, 
Sambamurthy and Bray do not teach or suggest sending control information to a 
physical layer device across a four-pin data bus. Similarly, Samt>amurthy and Bray do 
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not teach or suggest sending control infornnation to a PHY in nibbles of at least fourbfts. 
Since Sambamurthy and Bray do not teacli or suggest all of the recited features of daim 
10 as amended, claims 10 and 21-28 are patentable over Sambamurthy and Bray. 

Claim 15 as amended recites a method of testing a physical layer network 
device, wherein the method includes passing information (inciuding control information) 
from a tester to the PHY device via at least four pins of a media independent interface 
(Mil). The Mil is discussed in the application as an interface between the PHY and the 
MAC, downstream of the MAC (toward the network physical medium) and upstream of 
the PHY. Page 1 , lines 23-28. The network data bus 101 of Sambamurthy's MAC 150 
is not an Mil between a MAC and a PHY, but rather is upstream of the MAC, higher on 
the OSI layered model shown in Fig. 1 A of Sambamurthy. Thus Sambamurthy does not 
disclose passing control infornnation along pins of Mil, in addition to not disclosing 
passing control information to a PHY device. Bray does not teach or suggest passing 
control information to a PHY device, via the pins of an MIL Therefore Sambamurthy 
and Bray do not teach or suggest ail of the recited features of daim 1 5 as amended, 
and thus claims 13-18 are patentable over Sambamurthy and Bray. 

Claim 19 as amended recites a method of testing a physical layer network 
device, wherein the method includes passing information (including control information) 
from a tester to the PHY device via a media independent interface (Mil), in nibbles of at 
least four bits. From the above discussion regarding passing of control infomiatlon to a 
PHY device (daim 9), passing information in nibbles of four bits (claim 10), and passing 
information through an Mil (claim 15), it is clear that Sambamurthy and Bray do not 
teach or suggest all of the recited features of claim 19 as amended. Therefore claims 
19 and 29-33 are patentable over Sambamurthy and Bray. 

Claim 20 as amended recites a method of testing a physical layer network 
device, wherein the method includes passing information (including control information) 
from a tester to the PHY device via a media independent interface (Mil); using the 
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control [nformatlon to perform operations in the network device; and placing the n^work 
device in a test mode prior to passing the control information to the network device. As 
discussed above wrth regard to claim 15, Sambamurthy does not teach or suggest 
passing control information to a PHY device. Bray also does not teach or suggest the. 
Therefore Sambamurthy does teach or suggest alt of the features of claim 20 as 
amended, and claims 20 and 34-38 are patentable over Sambamurthy and Bray. 

Conclusion 

For at least the foregoing reasons, withdrawal of the rejections of the claims is 
respectfully requested, in which event this application would be in condition for 
allowance. Should the Examiner believe thati a telephone interview would be helpful to 
expedite favorable prosecution, the Examiner is invited to contact Applicant's 
undersigned attorney at the telephone number listed below. 

No fee should be due with the filing of this Reply. Although this Reply is filed 
after the issuance of an advisory action, the arguments made with regard to premature 
finality should have been considered earlier. Nonetheless, authorization Is given to 
charge $12000 to Deposit Account No, 18-0988 (Charge No, AMDSP0353US), if 
considered necessary, for the consideration of this Reply. In the event any additional 
fees are due in connection with the filing of this paper, the Commissioner is authorized 
to charge those fees to Deposit Account No. 18-0988 (Charge No. AMDSP0353US). 

Respectfully submitted, 

REMNER. OTTO. BOISSELLE & SKLAR, LLP 



1621 Euclid Avenue 
Nineteenth Floor 
Cleveland. Ohio 4411 5 
(216)621-1113 
(216) 621-6165 (fax) 




Clonathan A. I'latt 
Reg. No. 41,255 
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